
 

Indian and Federal Gaming Law 

	

IP	BASICS	

	

	

	

	

	

	

	

Materials	available	at	www.federalaminglaw.com	

	

	

©2004-2020	Gemignani



Page 2 of 65	

IP In General 

Generally,	there	are	four	recognized	forms	of	intellectual	property	and	one	

additional	form	of	intellectual	property	in	some	states.		The	four	generally	

recognized	forms	of	intellectual	property	are	Patents,	Trademarks,	Copyrights	and	

Trade	Secrets.		In	some	states	there	is	also	a	Right	of	Publicity	that	state	law	confers	

to	individuals	based	on	a	person’s	name,	likeness,	voice,	and	signature.			Patent	

rights	and	copyright	rights	are	exclusively	within	the	jurisdiction	of	federal	law.	

Trademarks	and	trade	secrets	share	concurrent	jurisdiction	with	federal	and	state	

law;	though	trade	secrets	are	primarily	governed	by	state	law.	

Brief Overview 

	 Patents	 Copyrights		 Trademarks	 Trade	Secrets	
What	is	
protected	

Inventions,	
methods,	
ideas,	
compositions	
of	matter	

Creative	
expressions	

Marketplace	
identity	

Information	
that	is	secret,	
valuable	in	
part	because	it	
is	secret	and	
subject	to	
reasonable	
efforts	to	
maintain	its	
secrecy	

What	is	not	
protected	

Algorithms,		
properties	of	
nature,	things	
already	
commercially	
used		or	
invented	

Ideas,	facts	
and	function	

Ideas,	
expressions,	
common	
terms	as	
commonly	
used	

Information	
that	is	not	
commercial,	
information	
that	is	not	
secret.	
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	 Patents	 Copyrights		 Trademarks	 Trade	Secrets	
Origin	of	the	
Right	

Federal	law	
exclusively,	
though	patent	
rights	do	not	
exist	until	a	
patent	is	
issued	by	the	
federal	
government.	

Federal	law	
exclusively.	
Copyright	
rights	and	
ownership	
vest	with	the	
author	upon	
creation.	

Federal	and	
state	law	
concurrently.		
Rights	begin	
when	
marketplace	
identity	is	
established,	
but	
registration	
can	be	very	
helpful.	

State	law.		
Rights	exist	
upon	meeting	
the	criteria	of	
secrecy,	value	
related	to	
secrecy	and	
efforts	to	keep	
the	
information	
matter	secret.	

Patent Law 

Utility Patents1 

Patents	are	federally	issued	monopolies	for	inventions	that	permit	the	patent	

owner	to	exclude	others	from	making,	using,	selling,	offering	for	sale	or	importing	

the	invention	disclosed	in	the	issued	patent	in	

the	United	States	for	a	limited	period	of	time.2		

Note	that	a	patent	is	not	a	right	to	practice,	

make,	use	or	sell	an	invention,	but,	rather,	the	

right	to	exclude	others	from	doing	so.		

Therefore,	even	if	one	owns	a	patent	for	a	particular	invention,	they	may	not	have	

the	right	to	practice	the	invention	if	the	invention	is	an	improvement	on	another	

protected	invention.	

																																																								
1	In	addition	to	utility	patents,	federal	law	permits	plant	patents	for	new	plants	and	
design	patents	for	new	and	novel	ornamental	designs.	

2	35	U.S.C	§217	

WHAT IS A PATENT? 

(a)	An	exclusive	right	
(b)	in	an	invention	
(c)	granted	by	the	federal	

government	
(d)	to	an	inventor	
(e)	for	a	limited	term.	
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The	policy	behind	the	patent	system	is	to	encourage	inventors	to	develop	

new	inventions	by	providing	inventors	with	a	limited	exclusive	period	for	

commercialization	of	the	invention.		In	exchange	for	the	monopoly,	inventors	are	

required	to	disclose	the	invention	and	the	invention	becomes	part	of	the	public	

domain	upon	the	expiration	of	the	patent.	

Unlike	other	forms	of	intellectual	property	rights,	patent	rights	only	exist	

upon	the	issuance	of	the	letters	of	patent	from	the	United	States	Patent	and	

Trademark	Office.	

To	be	eligible	for	a	utility	patent,	an	invention	must	meet	three	criteria:	

• The	invention	must	be	novel	(something	new)	

• Useful	

• Not	obvious	to	one	skilled	in	the	art	(not	obvious	to	someone	in	the	

industry	or	field	of	practice)	

While	these	requirements	seem	simple,	their	application	(with	the	exception	

of	usefulness,	is	the	subject	of	most	patent	prosecutions	and	patent	litigation.	

Patent	applications	may	be	filed	for	any	new	and	useful	process,	machine,	

manufacture	or	composition	of	matter	or	any	new	and	useful	improvement	of	any	of	

these	things.3		After	filing,	a	patent	application	enters	the	examination	process.		

During	the	examination	process,	a	USPTO	examiner	will	review	the	patent	and	

related	prior	art	to	determine	whether	the	invention	meets	the	criteria	for	

																																																								
3	35	USC	101	et.	seq.	



Page 5 of 65	

patentability.		Often,	the	examiner	will	issue	rejections	in	whole	or	in	part	often	on	a	

claim	by	claim	basis.	

Inventors 

Patent	rights	vest	solely	with	the	inventor(s)	of	the	invention	or	their	

assignees.		Unlike	copyright,	there	is	no	federal	“works	made	for	hire”	doctrine	

associated	with	patentable	inventions.		However,	employment	agreements	may	

provide	for	the	assignment	of	patentable	inventions	from	employees	to	employers.		

In	some	states,	like	Nevada,	state	statutes	attempt	to	statutorily	assign	invention	

rights	to	employers	when	an	invention	is	made	by	an	employee	within	the	scope	of	

employment.4		Absent	an	agreement,	employers	generally	have	undefined	shop	

rights	to	use	the	invention	created	by	employees;	however,	the	employee	remains	

the	owner	of	the	patented	invention	and	the	courts	may	have	to	define	the	limits	of	

the	shop	rights	enjoyed	by	an	employer.	

Novelty and Non-Obviousness 

In	order	for	an	invention	to	be	patentable	it	must	be	truly	new	as	defined	

under	patent	laws,	which	provide	that	an	invention	cannot	be	patented	if:	“(a)	the	

invention	was	known	or	used	by	others	in	this	country,	or	patented	or	described	in	a	

printed	publication	in	this	or	a	foreign	country,	before	the	invention	thereof	by	the	

																																																								
4	Nev.	Rev.	Stat.	§600.500.		Which	states	“Employer	is	sole	owner	of	patentable	
invention	or	trade	secret	developed	by	employee.		Except	as	otherwise	provided	by	
express	written	agreement,	an	employer	is	the	sole	owner	of	any	patentable	
invention	or	trade	secret	developed	by	his	employee	during	the	course	and	scope	of	
the	employment	that	relates	directly	to	work	performed	during	the	course	and	
scope	of	the	employment.”		However,	legal	scholars	have	question	whether	this	
statute	is	unenforceable	because	it	is	preempted	by	federal	law.	
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applicant	for	patent,”	or	“(b)	the	invention	was	patented	or	described	in	a	printed	

publication	in	this	or	a	foreign	country	or	in	public	use	or	on	sale	in	this	country	

more	than	one	year	prior	to	the	application	for	patent	in	the	United	States	.	.	.”	

If	the	invention	has	been	described	in	a	printed	publication	anywhere	in	the	

world,	or	if	it	was	known	or	used	by	others	in	this	country	before	the	date	that	the	

applicant	made	his/her	invention,	a	patent	cannot	be	obtained.	If	the	invention	has	

been	described	in	a	printed	publication	anywhere,	or	has	been	in	public	use	or	on	

sale	in	this	country	more	than	one	year	before	the	date	on	which	an	application	for	

patent	is	filed	in	this	country,	a	patent	cannot	be	obtained.	In	this	connection	it	is	

immaterial	when	the	invention	was	made,	or	whether	the	printed	publication	or	

public	use	was	by	the	inventor	himself/herself	or	by	someone	else.	If	the	inventor	

describes	the	invention	in	a	printed	publication	or	uses	the	invention	publicly,	or	

places	it	on	sale,	then	a	patent	application	must	be	filed	before	one	year	has	gone	by,	

otherwise	any	potential	right	to	a	patent	will	be	lost.			

Even	if	the	subject	matter	sought	to	be	patented	is	not	exactly	shown	by	the	

prior	art,	and	involves	one	or	more	differences	over	the	most	nearly	similar	thing	

already	known,	a	patent	may	still	be	refused	if	the	differences	would	be	obvious.	

The	subject	matter	sought	to	be	patented	must	be	sufficiently	different	from	what	

has	been	used	or	described	before	that	it	may	be	said	to	be	non-obvious	to	a	person	

having	ordinary	skill	in	the	area	of	technology	related	to	the	invention.	For	example,	

the	substitution	of	one	color	for	another,	or	changes	in	size,	are	ordinarily	not	

patentable.	



Page 7 of 65	

Patent Applications 

Patent	applications	are	comprised	of	a	written	description,	drawings	(if	

necessary),	and	claims.		The	claims	portion	of	the	patent	application	is	the	legally	

operative	section	of	the	document.		Claims	are	used	by	the	USPTO	to	determine	

whether	an	invention	is	patentable	and	by	the	courts	to	determine	if	a	patent	has	

been	infringed.	

The	written	description	of	the	patent	must	enable	“one	of	ordinary	skill	in	

the	art”	to	practice	the	invention.	5	Therefore,	the	written	description	must	disclose	

the	best	mode	of	practicing	the	invention.6		As	used	in	the	patent	statutes	“one	of	

ordinary	skill	in	the	art”	is	someone	familiar	with	the	area	of	practice	relevant	to	the	

invention.		The	written	description	should	include	known	variations	and	alternate	

embodiments	of	the	invention.	

The	drawings	should	show	all	claimed	elements	of	the	invention	and	the	

inter-relationship	of	the	elements.		Drawings	should	be	clear	to	illustrate	the	

invention	and	may	include	illustrations	such	as	flow	charts	for	method	based	

patents.	

	

																																																								
5	15	U.S.C.	112	
6	Id.	
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Example Patents 
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Copyrights 

The Basics 

	 A	copyright	is	a	form	of	legal	protection	for	“original	works	of	authorship”.		

Copyrights	protect	rights	in	creative	and	ornamental	expressions	for	literary,	

dramatic,	musical,	artistic,	boat	hulls	and	architectural	works.		Copyrights	do	not	

protect	ideas,	facts	or	anything	that	is	functional.	

Copyright	law	provides	the	owner	of	the	copyright	with	the	exclusive	right	to	

copy,	alter,	prepare	derivative	works,	distribute,	publicly	display,	and	publicly	

perform	the	works	subject	to	the	copyright	law.		Copyright	does	not	prevent	

independent	creation	of	similar	works,	provided	that	the	original	work	was	not	used	

or	copied	in	any	way	to	create	the	similar	work.	

Ownership 

Copyrights	are	owned	initially	by	the	author	of	the	work.		The	author	of	a	

work	is	the	person	that	actually	puts	the	ideas	embodied	in	the	work	into	an	

expression	in	a	tangible	medium.			

For	works	created	by	employees	within	the	scope	of	their	employment,	the	

work	may	be	deemed	a	work	for	hire	and	ownership	rights	will	vest	with	the	

employer.		Please	note	that	the	“work	for	hire”	doctrine	has	limited	applicability	

outside	the	scope	of	true	employment	and	works	created	within	the	scope	of	

employment.			
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Ownership	of	a	copyright	occurs	upon	the	creation	of	the	expression	in	a	

tangible	medium.		There	is	a	misconception	that	copyrights	only	vest	upon	

registration;	however,	the	current	copyright	statutes	are	clear	that	rights	exist	upon	

creation.		A	copyright	registration,	if	done	in	a	timely	manner,	may	entitle	the	owner	

to	enhanced	damages	in	future	enforcement	litigation.		Also,	registration	is	required	

prior	to	bringing	an	enforcement	action.	

Works Created Prior to January 1, 1978 

In	1976,	Congress	passed	the	modern	copyright	statutes	that	went	into	effect	

no	January	1,	1978.		Prior	to	the	modern	copyright	act,	the	US	was	considered	to	be	

a	copyright	outlaw	by	the	international	community.		The	1976	act	brought	the	US	

into	compliance	with	international	copyright	treaties	and	fundamentally	changed	

the	way	that	copyright	law	functioned.	

Prior	to	1978,	formal	requirements	for	published	works	were	required	

before	any	copyright	rights	could	vest.		Additionally,	publication	without	meeting	

the	formal	requirements	resulted	in	works	being	deemed	to	be	in	the	public	domain.		

Under	the	pre-1976	act	(which	went	into	effect	in	1978),		publication	and	

registration	were	the	keys	to	protection	or	loss	of	rights.		Post	1978,	rights	vested	

upon	creation	and	publication	was	no	longer	a	central	issue	for	most	new	works.	

Changes in Ownership 

Copyrights	are	freely	assignable;	however,	any	assignment	must	be	set	forth	

in	a	clear	executed	written	agreement	to	be	effective.		The	original	intent	of	the	



Page 58 of 65	

copyright	statute	was	to	protect	authors	and	the	rights	of	authors	to	control	their	

works	and	profit	from	their	works.			

Idea/Expression Dichotomy  

The	idea/expression	dichotomy	is	a	constant	theme	in	copyright	law.		

Copyright	does	not	protect	any	fact,	idea,	or	functional	expression.		

For	example,	Client	A	shows	you	a	new	table	game	that	she	created	that	has	

been	approved	for	use	in	Nevada.		The	game	is	called	“paired	up	poker”	and	it	

functions	by	dealing	1	card	down	to	each	player,	then	one	card	down	that	only	2	

adjoining	players	can	see	and	use,	then	a	flop	as	in	Texas	Hold’em.		In	support	of	the	

game,	she	has	created	and	designed	a	new	table	felt	and	circular	table	that	permits	

the	limited	viewing	of	the	card	that	is	shared	by	the	2	adjoining	players.			When	she	

created	it,	she	registered	a	copyright	in	the	felt	design	and	table	design.		New	

Company	B	is	marketing	a	circular	table	for	the	same	game	with	a	shared	card	area	

that	is	functionally	similar	to	her	table	felt	design.		She	wants	to	sue	Company	B	for	

copyright	infringement	because	Company	B’s	table	because	it	can	be	used	as	a	

substitute	for	her	table	and	felt.			Unless	there	was	direct	copying	of	Client	A’s	design	

or	unless	it	is	likely	that	copying	can	be	shown,	creating	a	functional	equivalent	of	

Client	A’s	design	does	not	violate	Client	A’s	copyrights.	

Exclusive Rights 

Copyright	statutes	provide	the	owner	with	the	exclusive	right	to	copy,	alter,	

distribute,	and	perform	original	works.			
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Trademarks 

Trademark	law	is	a	body	of	commercial	identity	law.		Trademarks	protect	the	

distinctive	symbols	experienced	in	the	marketplace	that	distinguish	one	provider’s	

products	or	services	from	those	of	another.		

It	is	the	association	between	a	symbol7	and	the	consumer	association	with	a	

particular	provider	of	goods	or	services	in	the	marketplace.		For	example	the	

following	are	all	registered	marks	of	a	particular	restaurant	company:		

	

	

	

	

Most	reader’s	will	probably	instantly	recognize	these	marks	in	association	

with	the	McDonald’s	restaurant	company.	

																																																								

7	A	symbol	can	be	a	word	(BELLLAGIO),	a	design	( )	,	a	sound	(the	Intel	
jingle)	or	even	a	color	(pink	for	Owens	Corning	fiberglass	insulation).	
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Trademarks	are	protected	under	statue	in	most	states;	additionally,	

trademarks	are	protected	through	federal	statutes	as	well.	

Origin of Rights	

If	one	thinks	about	trademark	law	as	marketplace	identity	law,	then	logically,	

the	rights	for	trademarks	should	flow	from	identity	or	use	in	the	marketplace.	

Indeed,	state	and	federal	law	recognize	that	trademark	rights	flow	from	actual	

marketplace	use.	

Therefore,	trademark	rights	exist	even	if	nothing	is	filed	with	state	or	federal	

authorities.		However,	trademark	rights	are	more	effectively	protected	by	such	

filings.	

Infringement 

	 The	principal	inquiry	in	determining	one’s	right	to	use	a	mark	or	name	

without	infringing	the	rights	of	others	is	whether	a	annother’s	mark	is	so	similar	to	

any	previously	used	marks,	taking	into	consideration	the	respective	goods	or	

services	for	which	they	are	used,	as	to	be	likely	to	cause	customers	to	be	confused	as	

to	the	source	or	sponsorship	of	the	goods	or	services.		This	standard	is	usually	called	

the	"likelihood	of	confusion"	test.		The	same	standard	applies	to	many	aspects	of	

trademark,	trade	name	and	unfair	competition	law,	including	infringement	under	

the	common	law	and	under	federal	and	state	registration	laws.	
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	 In	analyzing	the	issue	of	likelihood	of	confusion,	courts	generally	consider	

several	factors	to	determine	if	confusion	is	probable,	including	(i)	the	degree	of	

similarity	between	the	marks,	(ii)	the	similarity	in	services	or	products	rendered	by	

the	parties,	(iii)	the	extent	to	which	the	services	are	marketed	through	the	same	

trade	channels,	(iv)	the	intent	of	the	defendant	in	adopting	and	exploiting	the	

allegedly	infringing	mark,	(v)	the	amount	of	care	and	attention	likely	to	be	exercised	

by	consumers	when	purchasing	the	services	or	products,	(vi)	the	strengths	and	

weaknesses	of	the	marks	in	question,	and	(vii)	the	existence	of	incidents	of	actual	

confusion,	taking	into	account	the	extent	of	each	party's	usage	of	the	mark.	

	 In	relation	to	a	company’s	right	to	use	a	mark	without	infringing	the	rights	of	

others,	the	likelihood	of	confusion	test	is	often	applied	with	considerable	emphasis	

on	the	extent	of	real	competition	in	the	marketplace.		Prior	unregistered	uses,	as	

well	as	prior	registrations,	can	both	present	infringement	problems.	

	 In	addition	to	risks	associated	with	a	likelihood	of	confusion,	you	should	be	

aware	that	there	exist	state	and	federal	dilution	statutes	protecting	against	use	of	a	

“famous”	mark	by	another	where	the	result	is	a	lessening	of	the	capacity	of	such	

famous	mark	to	identify	and	distinguish	goods	or	services	regardless	of	the	

presence	or	absence	of	competition	between	the	owner	of	the	famous	mark	and	

other	parties,	or	a	likelihood	of	confusion,	mistake	or	deception.	The	owner	of	a	

famous	mark	may	be	entitled	to	an	injunction	against	another	person’s	commercial	

use	of	the	mark,	if	such	use	begins	after	the	original	mark	has	become	famous	and	

causes	dilution	of	the	distinctive	quality	of	the	original	mark.	The	law	regarding	
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dilution	is	relatively	new	and	its	interpretation	and	application	are	somewhat	

inconsistent	among	courts;	therefore	it	is	difficult	to	accurately	predict	the	risk	of	

diluting	the	mark	of	another.	

Mark Strength and Registerability 

	 Some	marks	are	more	unique	and	given	a	wider	range	of	protection	than	

others.		A	mark	that	has	been	used	and	registered	by	different	owners	for	a	wide	

variety	of	goods	and	services	is	considered	a	"weak"	mark,	in	the	sense	that	it	is	

difficult	to	enforce	rights	outside	of	the	specific	field	of	its	owner.		On	the	other	

hand,	an	uncommon	mark	may	be	considered	a	"strong"	mark	because	it	is	usually	

more	broadly	protectable	against	the	users	of	the	same	or	similar	marks	in	related	

fields.		The	following	graphic	illustrates	such	a	continuum	of	strength	and	

registerability	among	marks,	with	the	darker	areas	representing	increased	strength,	

value	and	legal	competitive	protectability.		

	
	 A	mark	that	is	"descriptive"	of	the	goods	or	services,	or	“descriptive”	of	

personal	names	or	geographic	locations,	on	which	it	is	used	is	also	classified	as	a	

weak	mark,	and	is	not	generally	given	broad,	if	any,	protection	unless	its	owner	can	
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demonstrate	that	the	mark	has	become	distinctive	of	its	services.		In	other	words,	

the	owner	of	a	descriptive	mark	must	show	that	the	public	recognizes	its	mark	as	

identifying	its	services	and	distinguishing	them	from	those	of	others.		This	is	called	

"secondary	meaning”.		Secondary	meaning	may	be	shown	by	evidence	of	substantial	

efforts	in	advertising	or	promoting	the	mark	throughout	a	wide	group	of	

prospective	customers.		Such	evidence	may	consist	of	the	size	of	the	business,	the	

number	of	actual	sales	made,	amounts	spent	in	promotion	and	advertising,	the	

scope	of	publicity	given	the	mark,	recognition	by	others	in	the	field,	and	any	similar	

evidence	showing	exposure	of	the	mark.			On	the	other	hand,	a	mark	that	is	

"arbitrary"	or	only	"suggestive"	with	respect	to	the	goods	or	services	is	a	stronger	

mark	and	is	usually	given	more	protection.	

	 At	the	federal	level,	the	United	States	Patent	and	Trademark	Office	(the	

“USPTO”)	examines	mark	applications	and	determines	whether	a	particular	mark	is	

sufficiently	distinctive	for	registration	in	relation	to	the	goods	and	services	in	the	

application	and	whether	a	particular	mark	is	sufficiently	distinctive	from	other	

registrations	and	applications	on	file.		The	examination	process	generally	takes	at	

least	a	year,	though	in	rare	circumstances	an	application	may	proceed	to	

registration	sooner.		Once	federal	registration	is	issued,	the	owner	of	the	

registration	has	a	presumed	legal	right	to	the	exclusive	domestic	use	of	the	mark	in	

the	registration	for	the	goods	and	services	in	the	registration.	
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	 At	the	state	level,	mark	applications	are	usually	evaluated	by	the	state’s	

Secretary	of	State	office.		In	general,	so	long	as	the	mark	in	the	application	is	not	too	

similar	to	another	registration	on	file,	and	so	long	as	the	proof	of	use	in	the	state	is	

sufficient,	an	application	will	usually	mature	to	registration.	

Corporate Names and Domain Names 

Use	of	a	corporate	name,	dba	name,	or	a	domain	name	alone	may	be	

insufficient	to	begin	the	process	of	building	trademark	rights.		This	is	because	

corporate	names	are	the	way	the	state	identifies	a	particular	company	and	not	

necessarily	how	the	marketplace	identifies	the	company.		For	example,	the	state	of	

Florida	recognizes	the	company	Doctor’s	Associates,	Inc.	under	their	registered	

corporate	name.		However,	the	marketplace	probably	makes	no	association	between	

the	name	Doctor’s	Associates,	Inc.	and	restaurant	services.	Doctor’s	Associates,	Inc.		

is	the	company	that	owns	SUBWAY	restaurants.			

Similarly,	dba	filings	are	a	way	for	the	local	sheriff	to	find	a	company	in	the	

event	of	some	official	action.	

Finally,	domain	names	alone	do	not	confer	any	trademark	rights	because	

they	can	function	as	a	mere	ULR	pointing	device.			

While	corporate	names,	dba	names	and	domain	names	may	not	necessarily	

be	trademarks,	they	all	can	be	used	as	trademarks	if	a	company	uses	the	corporate	

name,	dba	name	or	domain	name	in	marketing	their	products	or	services.	
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The Benefits of Registration 

Federal	registration	of	a	trademark	in	the	principle	register	provides	a	legal	

presumption	that	the	owner	of	the	registration	has	the	exclusive	right	to	use	the	

mark	set	forth	in	the	registration	for	the	goods	or	services	identified	in	the	

registration.		This	is	a	powerful	right.		In	infringement	actions,	it	essentially	changes	

the	burden	of	proof	on	the	issue	from	being	on	the	plaintiff	to	being	on	the	

defendant.			


